\n k at v if dated c- u;i ) 200? 



. \ 1 20-5:95PUS? 



REMARKS 

Claims i-10 remain pending in the above-identified application and stand ready tor 
further action on the merits. 

Claim Rejections - J5 VSC § 103(a) 

*. i 1 Kt I U- t v. p V' 

unpatentable over Kobayashi ct al. (US (084,361) in view of Ekhorst (US 5,726,001), 
Yaataguchi «t a!. (US 4,617,226) and Xinb© (US 6,3 12,796), 

CL* tp " h N v KKv. v.0 HL i p'O Mi •> ol 3^ \ Si sj 0 f s\ 11 U a. 

over Ktibayashi et a!. (US 6,284,36!) in view of Eichorst (US 5,726,001), Yaraagwelil-.et al. 
(US 4,617,226) and Ziabo (US 6,312,796), further in view of Kolb et al. (US 6,733,906). 

iw of each of the above reactions is n a: - ; , ;cocv. 

!l< V ' " v j L P _ 

' ,i i j «> ilia t Kr dated March 20. 2000 the Vm> h.ni c ^ amis the 
same rejections under 35 (JSC § 103(a) thai are being repeated in the instant, office action. 

^ Nli I a kU,a i i ; , _> 1 

rg0iarks.s^pforth. ,::p_pT5ppe_4,J;pe J 7 to page J O. line 3 of the A pplicants earj icr reply of Jab- 20, 
2006, since such comments and remarks r emain ivnincitt in opere<.>n e euu a ' the above 
" ' as ot 3 r I Je3uP 
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Vx<.^ , oM 13 Docks \ 2 52 i S 

6m eb 26., 200 

c ! ai i > respect fulU cqiu: : -,ivi to u-ucw the ncorpo ue mi at 1 - j- 
they remain relevant to a consideration of the patentability and non-obviousness of the instant 
i< n i ed art o ecorc 

lo estan ^ ' ! tck ease o obviousne^ thiec * ^ First, 

there must be some suggestion or motivation, either in the references themselves or in the 
knowledge go u .<Jeb!o in one of ordinary skill in the art. to modsh hi-, u-ference or to 

ctimbine .reference teachings Second there must be a reasonable expeetas ) ccess Finally, 
the prior art reference (or references when combined) must teach or suggest all the claim 
limitations. 

The teaching or suggestion to make the claimed combination and the reasonable 
expectation of success must both be found in the prior art, not in applicant's disclosure. In re 
VaecL 947 F.2d 488. 20 USPQ2d 1438 (Fed. Cir. 1991). 

"There are three possible sources for a motivation to combine references: the nature of 
the problem to H> mj> - U t u ^ ' th m <. \ \u l. the \no^ eeT„ > \. ^ > ^ t lis 
skill in the an " in rv R ouffet 149 F.3d 1350. 1357, 47 USPQ2d 1453, 1457-58 (Fed. Cir. 1998) 

! he reference ai ht even elet <■> 1 aim i 

without a moti vation to combine, a rejection based on a prima facie case of obvious was held 
improper.}. The level of skill m the art cannot he relied upon to provide the suggestion to 
eombioe re'orarecv o 0 » . » < > f ' ■« 1 - i V 1308 N> TSPiOed '< (Fed Cir. 

1999). 

3 JWB/enm 
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Amendment dated Fc y '2(> 2 07 

ri < s ,k > Vo 

t he propriet he Patent O lice * < s e t first 

nstance, t Is access > iscertah whether or not the reference teaching c appear to be 

suffic tary skill in!) ekn tnt art having the fc-rence b %N ke the 

p-.)po-vU mjI aUu« n w nbmauun or oJic t \ 1 \ • ! 1 ; 1016, 

1/3 USPQ 560, 562 (CCPA ] 972). 

Obviousness can only be established by combining ca modifying he teachings of the 
prior art to produce the churned invention where there is M\ne te«U t r - < -pc4 ->r or 
motivation to do so found either explicitly or implicitly in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art. "The test for an implicit 
showing is what the combined teachings, knowledge of one of ordinary skill in the art, and the 
■nature of the problem to be solved as a whole would have suggested to those of ordinary skill .in 
the art " In re Kc tsgb 2 1 7 F3d 1365, 1370, 55 USPQ2d 1313, 13 17 (Fed. Cir, 2000). See also In 
te Lee, 27? F.3d 1338. 1342.-44. 61 USPQ2d 1430, 1433-34 (red. Cir. 2002} (discussing the 
\i rtance i > ng o objective evidence and making specific factual findings with respect to 
the motKufiOJ l ( combine etcrcntc«- < in - /V««g, 83? F.2d 10"! 5 S!\>2 5- ; . Cir. 

/ <> ^ 20 2i ■ SPQ2d mi (Fed. Cir. 1992). 

i ,< C»'t« 

socsoti p;c i iwntios e <; 1 1 ■ !~ ~ ocshas^u 

as or age dry thickness d of -• to 100 am and the intermediate binder layer has an average dry 
thickness of 10 to less than 50 nm. These dry thicknesses are measured after the layers are 
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Amendment dated February 26, 200? 

\ < » » v . v , - :o«\ 

oriented m a magnetic field, dried an J du <.» I \ » m. t •> s h ^ 
specification. 

"...Further, the coating compositions for the upper magnetic iayer and the 
;nu < v <> . v >i'7iA > , t u , ^ ndhoh«u\'i agpaed ana w*/;t muy an ?i\ 
\*\. - ,< - .<p v v ' ' w :ho! ihe upper magnetic layer and the hnennediatc 

<. < < Seepage 38, ttttes 18-23,} 

- _ . , v i ,k binder iaycj having the above aver, e ir\ tli ck \ss. lie >ei< 

calendered is t t ; neiic tape of the prc^eo* unent on k h <.> - e v 

such as those described in page 3 L line 16 to page 31 line 17, and page 33., lines 18-2? of the 

specification, which are reproduced below for the f xamh c * 

"When no intermediate binder layer is provided, it is impossible to smoothen 
the interface between the upper magnetic layer and. the lower non-magnetic layer* 
k u ><> ^.tOo'H't thi swnieotilx M >i>~> -wjh/,. i"< n 

< , , , '-.V /Tiuf <c ; ,!wiK w/r r/ v w Aire < >* •« .»/'/> ' ,!,4> - " v 

/.v wooihened Hthie the interface between die upper magnet it iayer ana tin 
>n ,\ uye> >s nave*/ which lead* io anafio> » t <. > 

By contrast thi folio ing effects can he proa'aca ! o arowd.ng an 

< . ' < , hinder » . according /wye/;/ ' <"< Essentially, . 

f <e f y ( ! > f< * . ;.<w t w i t ! << 'im,' t o 

, suppress the varianot id? thickness of tin pper magmtk aver to a 
>}t 'V; >, the nne>»Ku'ui< } \nd • ax," , ci . c - se » n'-l i J ;c 

filler and therefore has high degree offi-eeJom in deformation due a healing, so 

.[,;., , <-. ( ,'!, i" " with the result that the upper inagnedc iayer and also the 
a s <. <.< i ' 

smoothened and evened. Further, the interposing of the intermediate binder layer 

jtr™ v' ;//<) i :J,'A detain of i t '/,>. <» < t , cvc" 

« T„ t < ^ t f <. f " 5 v th u t u\ M" f <i , ^ " '\ ;ovv» 

magnetic iayer can be decreased. " -'5V£f pa^ i/, //«e /6' to /.»«,fe 31 tine i 7,j 
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v . i * ^ 2<> t- 

£ , { r/?< c< td it ions iht Young's ???<?£# s <?/' /A* n - < 

prefen > e Yi s 

u> ; >»o ' ; i t i_ t ' j 1 t > . . , < < - 

a-nh k i )' j f t t kind 

v v/? > e calami*. >%i tix'utnh'iit (See page 33, Him 18-27.) 

None of the prior an describes oi suggests the advantageous effects achieved h> die 
I l < ii! c.« , 'iOvs o ud .u vki t 'u s ^uinn .h > s ihn 4 K i <J . Ok, Oi 
record completely tails 10 render the instant invention obvious, as it provides no teachings, 
suggestion or motivation that, would allow one of ordinary skill in the art. to arrive at the instant 
invention as claimed, including the unexpected and advantageous properties that are possessed 
thereby. 

CONCLUSION 

tased cu e above considerations tht T <an net is res 5 icste issue a 
\ \ ! v. \ > i tc - uv 1 1 t it ir\fant «ppK k - f ^ 

instantly pending < r,s 1 1 0 are allowed and patentable -under the jw. ^ » In ^ »»! is 
inHvvjM f* v * cenieimons o lu cmran die espec !: revested to be reconsidered 

at present. 

Should there be any outstanding matters that need to be resolved in the present 
application, the Examiner is respectfully requested to contact John W, Bailey (Reg, No, 32,881) 
at the tele] n u unbe below to conduct an interview in m e.l > o expedite p seutioi 
eonnectio; wi sib >reseni application. 

6 JWB/enm 
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to charge paymei or credit my o payment o Deposi \ccount N I 448 
ees required txier3 * R §§! 6 or 1 .14; particular extcj r if time-fas 



Dated: February 26, 2007 
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John \\ . Baiie> 
Rckurfration No.: 32.881 

BikOK S) J W \R ! kO! -\SCH X BIROU i 1 P 
8110 Gatehouse Road 
Suite 100 East 
P.O. Box 747 

Falls Church, Virginia 22040-0747 

(703)205-8000 

Attorney for Applicant 
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